15 May 2019 – IAM Weekly E-mail

Amending claim is no block to damages
request
Omar Busana
Omar has an extensive
practice drafting and prosecuting Italian, European
and International patent
applications. He is also
experienced in drafting
and prosecuting Italian
and Community Design
applications. His experience includes prior-art
searches, validity and patentability opinions, noninfringement opinions,
EPO opposition proceedings, and litigations.

The Court of Milan has stated that when an infringed patent is
amended, damages will be incurred from the date that the infringement started, even if it occurred before the amendment.

Interpreting Article 79
Legislative Decree 131/2010 has amended Article 79(3) of the Industrial Property Code,
giving applicants the option of amending claims in every state and instance of an invalidity judgment.
Article 79(3) states that:

read more on www.jacobacci.com

In an invalidity judgment, the applicant of the patent has the possibility to pre
sent to the Judge, in every state and instance of the lawsuit, a reformulation of
the claims, which should remain within the limits of the patent application as
originally filed and should not extend the protection conferred by the granted
patent.
This gives applicants the opportunity to amend claims by using the content of other
claims, description or figures. In doing so, the reformulated claim must respect two limits, which are to:



remain within the limits of the application as originally filed; and
not extend the protection conferred by the granted patent.

These amendments are clearly limited by the law. However, the Industrial Property Code
does not give a clear indication on when the amendments should be regarded as effective,
which is obviously relevant to assess damages in infringement cases. This has caused
issues when assessing damages in infringement cases.

The Court of Milan on damages
In its judgment of 5 October 2018 (9889/2018), the Court of Milan offered an interpretation of the law with regard to damages.
The applicant had requested a reformulation of its claims using language present in the
description. The court accepted this, concluding that the alterations were within the limits of the application as originally filed and did not extend the protection conferred by
the granted patent. Further, the court found that the patent had been infringed.
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However, assessing the damages posed a problem. Should they be calculated from when
the infringement started or from the date that the claims were reformulated?
The court concluded that there was no reason to consider that the infringement had
started when the claims were reformulated and that damages were due from then onwards. It stated instead that the reformulation offered an alternative embodiment of what
had already been claimed in the original version of the patent.
The court observed:
The defendants could not have been unaware of the possible implications of this
patent, had they examined it carefully, given that the text of the description did
not exclude in any way this alternative—but rather explicitly included it among
those possible. Nor, from any other element, it could be inferred that the
intention of the patent holder was to knowingly exclude the protection of this
solution, or place it beyond the scope of the claims.

Some lessons from the decision
This judgement acknowledged that it does not matter whether a certain feature is in the
description and not in the claims. It highlights a case in which claims were reformulated
but the infringement had started prior to this. In conclusion, damages were due from the
start of the infringement rather than from when the claims were reformulated.
The decision also confirms that the description is of central importance in a patent – both
for the applicant and for potential infringers. It offers implicit suggestions to applicants
about possible strategies for drafting claims. For a potential infringer, the decision suggests that it is always advisable to consider the description rather than the claims alone.
What has not been originally claimed can be claimed in the future. Even if the patent
claims appear to be neither novel nor inventive, they could still be limited in the future
by using the description.
Ultimately, the lesson is that when assessing infringement, looking at the claims only is
not enough. The whole patent must be considered.
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