22 July 2015 - IAM Weekly Email (*)

Is a trademark consisting of two
complex Chinese characters inherently
distinctive?
Sergio Mulder
Partner, Italian
Trademark Agent,
Professional
Representative before
OHIM. Member of
INTA and ECTA.
Sergio graduated in
Philosophy from the
University of Milan.
Sergio has a vast
experience in
trademark clearance
and pre-filing advice,
and filing, prosecution
and maintenance of
trademarks, both
before the Italian
Patent & Trademark
Office (IPTO) and the
Office for
Harmonization in the
Internal Market
(OHIM). He manages
trademark portfolios of
many Italian
companies operating in
various fields and
provides strategic and
practical advice on IPrelated issues to
multinational
corporations as well as
small and medium
sized Italian
companies.
read more on
www.jacobacci.com

A recent Italian Patent and Trademark Office (ITPO) decision to
register a trademark consisting of two complex Chinese characters
was based on the distinctiveness of two Chinese characters.
However, this distinctiveness is questionable.

Background
According to Article 7(1) of the Industrial Property Code: "Any sign capable of being
represented graphically, in particular words, including personal names, designs, letters,
figures, sounds, the shapes of goods or their packaging, the combinations or chromatic
shades, may be the object of registration as a trademark, provided that such signs are
capable of distinguishing goods or services of one enterprise from those of other
enterprises.”
This provision sets forth two requirements for a mark to be registered: the ability to be
represented graphically and distinctiveness. In other words, in order to be eligible for
registration as a trademark, it is insufficient that a mark can be represented graphically;
it must also have distinctive character, meaning that it can distinguish the goods or
services of one business from those of others.
The distinctiveness requirement is necessary so that the public can recognise either
preferred goods and services to purchase or unsatisfactory goods and services to avoid.
Thus, the distinctive capacity of a mark eliminates the risk that the public will confuse
the goods or services of the rights holder with those of a different company.
The distinctive character of the mark may be inherent or acquired through use made
before the filing date of the trademark application.

Recent case
A trademark registration recently issued by the ITPO raises questions with respect to
the application of these requirements. The registration was applied for by a UK
company and was granted on May 27 2015 under Registration 1637757 for the mark
consisting of two Chinese characters:

The goods designated in the registration were:
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"purses; bags; bags and handbags for schoolboys; rucksacks; sacks for roulette;
leather covers [fur]; walking sticks; animal skins; umbrellas; suitcases (class 18);
clothing; footwear; caps; bonnets; knitwear; gloves [clothing]; leather garments;
shirts; t-shirts; corsets [underwear]; silk handkerchiefs (class 25)."

Comment
While there is no doubt that the mark in question was capable of being represented
graphically, whether the mark had inherent distinctive character is debatable.
When the application for the mark was filed on November 3 2011, the applicant
neither claimed nor proved that the mark had acquired distinctive character through
use. The IPTO held that the mark consisting of the two characters shown above was
inherently distinctive in relation to the designated goods.
To assess whether a mark that is submitted for registration has distinctive character it is
first necessary to define the relevant public, as the perception of the mark is considered
from the point of view of the public likely to interact with the mark. Determining the
relevant public requires reference to the designated goods or services.
"Purses; bags; bags and handbags for schoolboys; rucksacks; sacks for roulette; leather
covers [fur]; walking sticks; umbrellas; suitcases; clothing; footwear; caps; bonnets;
knitwear; gloves [clothing]; leather garments; shirts; t-shirts; corsets [underwear]; silk
handkerchiefs" are all goods of mass consumption, so here the relevant public consists
of Italian consumers.
With respect to animal skins, which are semi-finished products, the relevant public is
represented by professional (Italian) purchasers.
The Chinese language is not widespread in Italy. It is fair to say that neither the
average consumer of leather articles and clothing nor the average purchaser of animal
skins can read, speak or understand the language. Thus, it follows that the relevant
public cannot recognise, read or pronounce the two characters. Further, the relevant
public cannot derive any meaning from the characters, assuming that a meaning exists.
The applicant stated that the first character means 'road' and the second means 'tiger',
but that the two characters together are meaningless. Moreover, given the graphical
complexity of the characters, the public is unlikely to remember their visual
appearance with sufficient precision.
In light of this, how can the mark be inherently distinctive? For example, when
confronted with a garment bearing a mark consisting of two complex Chinese
characters, how would the average Italian consumer know that the garment originated
from the same business from which it had purchased another garment that also bore
two complex characters? The memorability of a mark appears to be a basic
requirement in order for a mark to function as a trademark. This requirement is not
explicitly mentioned in the law, but is implicit in the concept of distinctiveness. If the
relevant public cannot remember a mark, the mark cannot serve to distinguish goods or
services and a risk of confusion is inevitable.
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